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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 63-69, 71 and 80 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Behl (5,222,938). Behl discloses a catheter insertable into a urethra for 
performing therapeutic heat treatment comprising: 

an antenna (an alternative source to the coil # 1 10 of Figure 1 1 as disclosed in 
col. 7, lines 20-22); 

an expandable reservoir (inflatable balloon #112) filled by a heat conductive 
medium; and 

a channel (Figure 5, # 60) extending within the catheter from a position at an 
exterior of the tissue and communicating with the expandable reservoir (col. 4, lines 58- 
68, col. 9, lines 33-50 and col. 11, line 6-col. 12, line 17). 

Note that the functional language of the claim directed toward the treatment of 
the prostate or bladder neck is "intended use only" and that the catheter of Behl is fully 
capable of being used in this manner. 

Further to claims 66-69, Behl discloses a feed cable and a separate cooling channel 
extending along the feed cable through which perfusion fluid can be supplied through 
the proximal end of the catheter to the perfusion port (83). 



Application/Control Number: 10/816,377 



Page 3 



Art Unit: 3739 

Further to claim 71, Behl discloses: the system will be provided for 
controlling the temperature to which the thermally conductive 
medium is heated by the heating means. Such a temperature 
control system may comprise a feedback controller where a 
temperature sensing element (typically a thermocouple or 
thermistor) is mounted on the catheter at a location chosen to 
accurately measure the heated environment surrounding the 
catheter, and the energy delivered to the heating means is 
regulated based on the measured temperature of the medium (col. 
7 , lines 28-37) . 

Further to claim 80, in the alternative embodiment of a MW antenna used in place of a 
heating coil (110), inherently a MW generator would be supplied as well. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 70 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behl. 

Behl discloses only one temperature sensor as above in the rejection of claim 71 , 
but the examiner maintains that it would have been obvious to one of ordinary skill in 
the art of medical catheters to add an additional temperature sensor positioned within 
the reservoir to provide even more accurate temperature of the inflation medium as 
required. Such use of multiple sensors is well known in the art. 
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Claims 72-73 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Behl. in view of Hascoet et al. (WO 94/01 177). Behl fails to disclose a carrier and 
associated temperature probe(s) which can be extended from the catheter to penetrate 
and measure the temperature of the prostate. But, Hascoet et al. disclose a device 
comprising: a heating means (Figure 8, microwave antenna # 856) for local heating of 
the prostate tissue; a urological catheter (850) completely closing the heating means; 
a first temperature sensing means (912) connected to a carrier (guiding means # 914 
including the sheath of the optical fiber), the first.carrier being movable through and 
radially out a wall of the catheter and having a pointed tip adapted for insertion into the 
prostate tissue (p. 14, 2 nd and 3 rd paragraph). Therefore, at the time of the invention it 
would have been obvious to one of ordinary skill in the art to modify the device of Behl, 
as taught by Hascoet, to provide accurate temperature within the tissue of the organ 
being treated. 

Claim 74 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Behl/Hascoet et al. as applied to claims 72-73 above, and further in view of Brucker 
(5,500,012). Hascoet et al. further teach a plurality of temperature sensors comprising 
strands of optical fibers arranged at various location (p. 4, 2 nd P and p. 14, last P). But, 
Hascoet et al. lack the specific disclosure that the plurality of temperature sensors are 
positioned along a distal end of the carrier to determine the temperature at various 
depths in the tissue. However, Brucker et al. disclose a catheter (100) for cardiac 
ablation comprising a carrier (Figure 10, wire # 128) having a plurality of temperature 
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sensors (for example, # 132 & 134) at its distal end for measuring the temperature at 
various depths in the tissue into which it is inserted (col. 8, lines 37-49). 
Therefore, at the time of the invention, it would have been obvious to one of ordinary 
skill in the art to modify the device of Behl/Hascoet et al., as taught by Brucker et aL, as 
an alternative equivalent means of measuring the temperature at various depths by 
positioning the plurality of sensors along a distal end of the carrier. Note that Brucker et 
aL teaches the equivalence of sensors such as thermistors, thermocouples or optical 
fibers. Also note that a third sensor would be obvious if required by the procedure as 
dictated by the size of the tissue being treated. In addition see patent law recited in 
PMEP 2144.04, VI B regarding the "duplication of parts". 

Allowable Subject Matter 

Claims 1-62 and 84-108 are allowed. 

Claims 75-79 and 81-83 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roy D. Gibson whose telephone number is 571-272- 
4767. The examiner can normally be reached on Tu-Th, 7:30 am-4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on 571-272-4764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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